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"The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

THE REPLY FILED 13 March 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. □ The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of AppeaL To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31 ; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.1 14. The reply must be filed within one of the 
following time periods: 

a) 13 The period for reply expires 5_months from the mailing date of the final rejection. 

b) EH The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the maling date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .1 7(a) is calculated from: (1 ) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. CD The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date 

of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) \3 They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) [ZI They raise the issue of new matter (see NOTE below); 

(c) EII They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) n They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.1 16 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. [H Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 



Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1 . 1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1 ). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11.1^ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 
See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). , 



13. □ Other: 
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Continuation of 1 1 . does NOT place the application in condition for allowance because: At page 3 of the response received 1 3 March 
2006 argument is presented that the invention relates to the analysis of "biopolymers" generally. Such admissions are considered to 
support the broad interpretation of the claimed method. 

At page 3, last paragraph, and at page 4, first paragraph, argument is made as to what one of skill in the art would have known and what 
is disclosed in the prior art. .This argument has been fully considered and has not been found persuasive. Attention is directed to MPEP 
2145. 

"Attorney argument is not evidence unless it is an admission, in which case, an examiner may use the admission in making a rejection. 
See MPEP § 2129 and § 2144.03 for a discussion of admissions as prior art. 

The arguments of counsel cannot take the place of evidence in the record. In re Schuize, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 
1965); In re Geisler, 116 F.3d 1465, 

43 USPQ2d 1362 (Fed. Cir. 1997) ('An assertion of what seems to follow from common experience is just attorney argument and not the 
kind of factual evidence that is required to rebut a prima facie case of obviousness.'). See MPEP § 716.01(c) for examples of attorney 
statements which are not evidence and which must be supported by an appropriate affidavit or declaration." 

At page 4, last two paragraphs, bridging to page 5 of the response argument is presented that the cited art that discloses art-recognized 
problems or difficulties is non-analogous and has not been considered further. 

The above argument has not been found persuasive as the claimed method fairly encompasses the analysis of virtually any biopolymer, 
not just nucleic acids. Clearly, the claimed method relates directly to hybridization reactions that do involve nucleic acids, the very 
aspect that the cited pnor art teaches. A review of the cited art and of applicants arguments fails to locate convincing evidence that the 
art and claimed invention are nonanalogous, and in the absence of such the very art-recognized difficulties cited in the various patent 
documents do apply to the operation of the claimed invention. 

At page 5, bridging to page 14 of the response various US Patents are cited, as is the entire disclosure of US Patent 6,946,287. This 
argument has been fully considered and has not been found persuasive as each application is considered on its own merit. While 
applicant's representative asserts at page 3, first paragraph, that "Applicants have claimed a hybndization device compnsing specifically 
enumerated embodiments and have descnbed said device such that a skilled artisan in the art can make and use the full scope of the 
invention without undue experimentation," a review of the disclosure finds the total of the enabling disclosure to consist of but two 
sentences. Said enabling disclosure is found at page 3, last paragraph, which states" The sealed case 1 is placed under constant 
temperature environment to allow hybridization reaction. After the reaction, analysis takes place subsequent to washing, staining and the 
like." Clearly, such a generalized disclosure does not teach specific starting matenals and reaction conditions necessary to practice the 
analysis. The situation at hand is analogous to that in Genentech v. Novo Nordisk A/S 42 USPQ2d 1001. As set forth in the decision of 
the Court: 

" '[T]o be enabling, the specification of a patent must teach those skilled in the art how to make and use the full scope of the 
claimed invention without undue experimentation.' In re Wright 999 F.2d 1557, 1561, 27 USPQ2d 1510, 1513 (Fed. Cir. 1993); 
see alsoAmgen Inc. v, Chugai Pharms. Co., 927 F. 2d 1200, 1212, 18 USPQ2d 1016, 1026 (Fed Cir. 1991); In re Fisher, 427 F. 
2d 833, 166 USPQ 18, 24 (CCPA 1970) ('[T]he scope of the claims must bear a reasonable correlation to the scope of 
enablement provided by the specification to persons of ordinary skill in the art.'). 



"Patent protection is granted in return for an enabling disclosure of an invention, not for vague intimations of general ideas that 
may or may not be workable. See Brenner v. Manson, 383 U.S. 519, 536, 148 USPQ 689, 696 (1966) (stating, in context of the 
utility requirement, that 'a patent is not a hunting license. It is not a reward for the search, but compensation for its successful 
conclusion.') Tossing out the mere germ of an idea does not constitute enabling disclosure. While every aspect of a generic 
claim certainly need not have been carried out by an inventor, or exemplified in the specification, reasonable detail must be 
provided in order to enable members of the public to understand and carry out the invention. 

"It is true . . . that a specification need not disclose what is well known In the art. See, e.g., l-lybritech, Inc. v. Monoclonal 
Antibodies, Inc., 802 F.2d 1367, 1385, 231 USPQ 81, 94 (Fed. Cir. 1986). However, that general, oft-repeated statement is 
merely a rule of supplementation, not a substitute for a basic enabling disclosure. It means that the omission of minor details 
does not cause a specification to fail to meet the enablement requirement. However, when there is no disclosure of any specific 
starting material or any of the conditions under which a process can be earned out. undue expenmentation is required; there is a 
failure to meet the enablement requirement that cannot be rectified by asserting that all the disclosure related to the process is 
within the skill of the art. It is the specification, not the knowledge of one skilled in the art, that must supply the novel aspects of 
an invention in order to constitute adeguate enablement. This specification provides only a starting point, a direction for further 
research. (Emphasis added) 

For the above reasons, and in the absence of convincing evidence to the contrary, the rejection is maintained. 

At pages 15-16 of the response argument is presented wherein applicant's representative differs with the Examiner over the definition of 
the term "device." While applicant may now wish that there was a definition provided in the disclosure for this term, a review of the 
response and of the subject disclosure fails to find where applicant had provided one. Accordingly, the Office can and has applied a 
common meaning, as evidenced by the definitions provided in various dictionaries. Said definitions have been applied against the 
claimed invention and because of which, the claims have been rejected as no structural relationship between the elements of the device 
has been recited. For the above reasons, and in the absence of convincing evidence to the contrary, the rejection is maintained. 
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